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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
10/17/2008 has been entered. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 7 is rejected under 35 U.S.C. 102(b) as being anticipated by Bunn (US 
Patent 958,854). Bunn discloses a system capable of forming a channel in bone 
comprising a guide wire (2/7) having a leading (@2) and trailing (@7) end, a rotatable 
boring tool (1 , note the device can be rotated) having a wall (noted as 1 , see Fig. 2) 
surrounding an inner bore area that is for receiving the guide wire (see Fig. 2), and 
wherein the tool has a first end with a cutting element (3) and a drive end (opposite) 
which is capable of connection with a power source. Note that portions 6, 4 or 5 may be 
connected to a power source, as the claim requires that the end only have the ability for 
this connection. It is also noted that Bunn has a portion that is considered a slidable 
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lock (8). This portion provides resilience against the rod to secure it in place. It is also 
noted that the opening in 5 would also allow a surgeon to view the placement of the 
guide wire. With regards to the statements of intended use and other functional 
statements, they do not impose any structural limitations on the claims distinguishable 
over Bunn '854 which is capable of being used as claimed if one so desires to do so. In 
re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 
1963). Furthermore, the law of anticipation does not require that the reference "teach" 
what the subject patent teaches, but rather it is only necessary that the claims under 
attack "read on" something in the reference. Kalman v. Kimberly Clark Corp., 218 USPQ 
781 (CCPA 1983). Furthermore, the manner in which a device is intended to be 
employed does not differentiate the claimed apparatus from prior art apparatus 
satisfying the claimed structural limitations. Ex parte Masham, 2 USPQ2d 1647 (1987). 
Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 8-9 and 19-21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bunn '854 in view of List (DE 3800482 A1). Bunn discloses the claimed invention 
except for the system having an opening in the side that is considered a window or 
opening in the form of an elongated slot. List shows an elongated slot in the shank 
portion of the device (see fig. 2). Having a window would allow the surgeon to view the 
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guide wire or placement therein. It if further noted that having an additional window on 
the other side to form a diametrical pair, would have been obvious to one having 
ordinary skill in the art, as it would improve the viewing ability for the surgeon. It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to construct the device of Bunn having at least a window or diametrically opposed 
windows in view of List to have improved viewing of the guide. 

Response to Arguments 
Applicant's arguments with respect to claims 7-9 and 19-21 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES L. SWIGER III whose telephone number is 
(571)272-5557. The examiner can normally be reached on Monday through Friday, 
9:00am to 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on 571-272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/JAMES L SWIGER/ 
Examiner, Art Unit 3775 

/Eduardo C. Robert/ 

Supervisory Patent Examiner, Art Unit 3733 



